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REMARK'S 

. I-.".: . ' . '• . .< . . • ■ 

_ a Non-Cons ideration Of References Cited: ^^^^M^tmB^^i . 

It is noted that a large number of references were not considered by the Examiner, hi 
particular, references 23 through 47 of the IDS (Form 1449) having USPTO stamped dateoT 
June 23, 2000 are not initialed. It is requested these references be considered. 

Additionally, t* 31 supplemental references (hems 1 13 through 121) of the above cited IDS ; «wm^WHtt.<- 
'are lined through, presumably hdica^ 

requested additional copies of the references on page 6, paper #3 since these references have not 
been considered. Presumably, the references that the Examiner is referring to are items 1 13 
through 121 mentioned above. Accordingly, the items 113 through 121 are provided herewith. 

It is respectfully requested that since the present appUcation is a continuation of now U.S. 
Patent Nos. 5,823,879 and 6, 1 83,366, the Examiner consider all the references submitted from 
all previous applications for which the present application claims priority. Moreover, it is 
respectfully requested that another copy of the IDS referred to above be transmitted to the 
Applicant's representative, wherein all references on this IDS are initialed as an indication that 
they have been considered by the Examiner. 

Accordingly, if for anv reason the a bove noted unconsidered references or anv other 
unconsidered references are not to he cons idered, it is respectfully requested that the Framing 
contact the Applicant's re Dreserrtative bv phone. 

Requested Changes to the Abstract: 

The Examiner has indicated that the Abstract is too long, and must be within the range of 
50 to 150 words. Enclosed herewith is a new abstract having an appropriate length. 

Claim Objections. 

The Examiner's objection regarding the numbering of claims has been noted with thanks. 
The Examiner's numbering of the claims will be used herein. 
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Trademark/Trade Name in Claims . v ■ ^ .^}_SiMkS& 

The Examiner has asserted that the term "Internet" is a trademark/trade name. Sincere-'* - : - 
.* definition of Trademark in MPEP 608.01(v) does notapply to-thVtfeffi*"lOTerne^ 

that the Examiner believes the term "Internet" is a Trade name. ^^mvmg^m^m^^ s! ^^^^^ 
608.01(v): r.u--, 

• "Natnes Used in Trade: a nonpropri etary name bv which an article or product is lmnwn^^erar :aieietc > 
called among traders or workers in the art, altho ugh it mav not be,sf?ilm?)wnvlyfethe public^ m^SZLMmML-' 
generally. Names used in trade do not point to the product of one prodifogg-but they identify *M8&9 • ^ * 
single article or product irrespective of producer- 
Names used in trade are permissible in patent application if: 
(A) Their meanings are established by an accompanying definition which 
is sufficiently precise and definite to be made a part of a claim, or 
(TV) Tn this country, their Trunin ffg ure well-known and satisfactorily defined in the 
literature- 
Condition fAI or (B) must be met at the time of filin g of the complete application » 

It is believed that the term "Internet" was satisfactorily defined in the literature at the 
time of filing. There are numerous similar definitions of the Internet that are appropriate for the 
present application. However, before providing examples of such definitions, there is further 
evidence that the meaning of the term "Internet" is well-known and satisfactorily defined in the 
literature". In particular, according to searches performed on the USPTO database of issued U.S. 
patents, there were 123 U.S. Patents is sued having the term "Internet" in thair rlaim« 
wherein these patents were filed prior to Jan. 26. 1996 (which is the filing date of one of the 
Provisional Patent Applications for which the present application claims benefit). Moreover, by 
the filing date (Dec. 3, 1996) of the non-provisional patent application (now U.S. Patent No. 
5,823,879) of which the present application is a continuation, there were 521 U.S. Patent* 
issued having the term "Internet* in thrir rlaW Additionally, by the filing of the complete 
present appkeation (Feb. 11. 200 (ft there were 2.790 U.S. Patents issued having the term 
"Internet" in their claims Moreover, even in the Reilly reference that the Examiner cites as 
prior art, the term "Internet" is used in the claims (e.g., Claim 17 of Reilly). Accordingly, h is 
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believed that on this evidence alone that the USPTO has recogoizefl^il)^ 

"well-known and satisfactorily defined in the literature 5 ', ' - ^ £-t^$:^j : ^ ^M-r, 
• . Additionally, th^nit^d^StatesiFederal Networkmg^Council CFNfe> ^hlcb-^li^f^&^* * *l * 4* v 
Ij^for networ^^ Federal 

and operational mission goals provided a definition of the term "Internet^ otf Oct"24^95i^^ n ^^eltnitioS. *> ■ * 
agreed Aipon defiiutionxrfth^er^ 
> :c ,:®ctpber J 995 as follows: ~ \^ . > , - .-v^Mi^M^; % r;y SbJloiWK*^ ■ ■ \ 

— ^ "'The Federal Networking Council (FNC) agrees that the foUowi%*lan^^Bfl^ 
definition of the term "Internet". 

"Internet" refers to the global information system that - 

(i) is logically linked together by a globally unique address space based on 
the Internet Protocol (IP) or its subsequent extensions/follow-ons; 

(ii) is able to support communications using the Transmission Control 
Protocol/ Internet Protocol (TCP/IP) suite or its subsequent extensions/follow- 
onSj and/or other IP-compatible protocols; and 

(iii) provides, uses or makes accessible, either publicly or privately, high 
level services layered on the communications and related infrastructure described 
herein.' 

This definition was developed in consultation with the leadership of the Internet and 
Intellectual Property JRights (IPR) Con^nunities. The FNC expects that the definition 
may be included in legislation which is currently before the Congress." 

Moreover, this definition is cited frequently as a definition of the term "Internet". The Examiner 
is invited to explore such definitions on the Internet via an Internet search engine such as Google 
at www.google.com. 

Additionally, the following definition of the term "Internet" is defined in the Dictionary 
of Science and Technology: 

1. any network that connects other networks. 
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ft /^iStf v < ■ . :% v-. i / 2. Internet/*:!^ U.S. and extcnds^^^a^^ • " i$Nt 

Euxope, and Asia, providing connectivity between governments, ^univfeit^laha^c vor rc rSi^> , 
, ^orporate networks andj^t^^- ^ ^ s ^ pi^aier : us W^SB^^^ ; 



St$?e ^||W#Qpaxy of Science andi^e^b^it)g%l • * -'v-W^y 

Additionally, the Federation of American Scientists (website URL: ;awwJiy3 i ^ 
the Internet as follow: .. . - .,^4*;^j,oui.v:. . 

The Internet is "the sum of all the e-mail addresses and informational Web sites in 
existence at any moment in time." 

Accordingly, it is believed that the term "Internet" is well-known and satisfactorily 
defined in the literature of this country. Moreover, for the meaning of the term "Internet" herein, 
it believed that any communications network that satisfies any of these three definitions denotes 
the Internet in the context of the claims herein. 



H8& 



Double Patenting Rejections. 

The Examiner has rejected Claims 97 through 1 03 under the judicially created doctrine of 
obviousness-type double patenting. A terminal disclaimer is provided, if necessary to overcome 
the Examiner's double patektiug rejections. However, Applicant's representative believe such a 
te rminal disclaimer is inappropriate if the Examiner persists in also asserting Reilly as prior art 
for rejecting pending claims. This is discussed in further detail heretnbelow. 

Claim Rejections under 35 USC 103 

The Examiner has rejected Claims 97-100 and 102-103 under 35 U.S.C 1 03(a) as being 
unpatentable over Marsh et al, or Reilly et al. 

Regarding these U.S-C 1 03(a) rejections, the Examiner states: 

"Marsh or Reilly teach the features of advertising via the Internet by allowing the 
user to access the Internet via an Internet service provider; presenting a first 
advertisement while the user is viewing a Web page or various data via the Web; 
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. transmitting data (the user ' s input from clicking on the advertisement) in ws|>&&se * • ■ ' : • ^ a > : 
- to:the,pj^e%^ 

of various other types of advertisement presentations. . . . The refereiit'e^SSSfeiP' * '^^^|rie®i 
on explicitly teaching the second presentation being detennineft^^2^ 
input by the user. However, it would have been obvious to a person of ordmay ^ 
skill in the art at the time of the invention to include this feature in Marsh or 
i*o> ^iUyin order to present new^adve^ements of specific *to 

user. It is weUknovm in the art of Internet advertisement to 
data of Internet users and send advertisements that are deemed to be of interest to 
that particular user." 



Obviousness Assertions Bv The Examiner: 
The Examiner has stated that: 

"The references are silent on explicitly teaching the second presentation being 
determined using the data input by the user. However, it would have been 
obvious to a person of ordinary skill in the art at the time of the invention to 
include this feature in Marsh or Reilly in orderto present new advertisements of 
specific interest to a particular user. It is well known in the art of Internet 
advertisement to obtain demographic data of Internet users and send • 
advertisements that are deemed to be of interest to that particular user." 
There are two important points to be brought to the Examiner's attention. First, there art 
numerous court case indicating that a collection of references cited for mainfa^iTig an 
obviousness rejection must teach all the elements in the rejected claim, the prior art references 
must be able to be combined to yield the claimed invention, and there must be some prior art 
reference with explicit teaching for combining the claim elements. Moreover, an obviousness 
must not be based on an "obvious to try" criteria. A few discussions of court rulings on 
obviousness are as follows: 

A refection based on §103 clearly must rest on a factual basis, and these facts must be 
interpreted without hindsight reconstruction of the invention from the prior art. In 
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cooking this evaliiation,.aU.faGte--nia:St.be c6asidered.->Tte Patent Office i a'£ts%e^Mt* :4r '° «• •"tf*** 
^u|y,qfs}pi?lying &e factual-basis for its rejection. Itmayinot, because^ may dortrttnat K ^ « v 
Htk^^entioniis patentable, resort to speculation, unfounded assumptions brhindsight :a ^* rf ty*&$iB&- 
tn^J^a^s^ctionto supply defi&elfciesviivits factual basis. Furi^nnWe 1 i ,, the mere titfflti&&*%& 
theprior art may be modified in the manner suggested by the Exa&ineVdoes nnt ^it& Wm^wSSilKU^- ■ 
the modification obvious unless the prior art suggested the desirability of the " *■ «SBSSS?Kt.e i-iewwrr r 
modification." Inre Fritch, ♦ 23 USPQ2d 1780, 1783-84 (F^Cir. : l 992). '*m*H^j^:ic< ■■>■ 

It is also well established that the mere fact that individual elements of the invention are 
old can be found in the prior art is irrelevant. The Federal Circuit reiterated this rule in 
Grain Processing Corp. v. American Maize Products Co., 5 USPQ2d 1788 (Fed. Cir. 
1988). 



It is also well established that the Examiner should not be able to pick and choose 
individual elements from multiple references to recreate tlie invention. Polaroid Corp. 
v. Eastman Kodak Co., 229 USPQ 561 (Fed. Cir.), cert, denied, 479 U.S. 850 (1996). 

Courts have advocated that even if the prior art may be modified as suggested by the 
Examiner, the modification is not obvious unless the prior art suggests the desirability for 
the modification. In je Fritch, 23 USPQ2d 1780 (Fed. Cir. 1992) {"mere fact that prim- 
art may be modified to reflect features of claimed invention does not make 
modification, and hence the claimed invention, obvious unless desirability of such 
modification is suggested by prior art). Citing In re Gordon, 22 1 USPQ at 1 127. 

The motivating suggestion must also be explicit. Winner International Royalty 
Corporation v. Wang, 48 USPQ2d 1 139 (D.C, D.C. 1998) ("there must have been some 
explicit teaching or suggestion in the art to motivate one of even ordinary skill to 
combine such elements so as to create the same invention"). 
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. ^he Federal Circuit has provided clear direction with respect to arguments based > 

"obvious to try" theory. The court has held that an "obvious to try" situation exists when' - • !i •- 
a general disclosure may pique a scientists curiosity, such that further mvestiga&n'mffip 
t be done 35 r ^pfa disclosure, but the^disclosure itself does not contaffl^sufficient 

< * teaching ; of how to obtain the, desired result, or thatthe claimed^result would be oB^ 

• ■ : . if certain directions were pursued. m-rerEfr Lilly & Co., lA^^^^^^f^^asmm^K^j^mSi- 
(FedCir. 1 990). The court held, however, that "obvious to try" is not to be equated with 
obviousness under 35 K£C §103. See Gillette Co. v. S.C. Johnson & Son, Me, 16 ^ — 

USPQ 2d 1923, 1928 (FedCir. 1990). 

Additionally and importantly, in the recent CAFC court case of Jan. 1 8, 2002: WSan F 
SuLee, 61 USPQ2d 1430 (Fed Cir. 2002), the United States Court Of Appeals For The Federal 
Circuit, ruled that an obviousness determination may not substitute "common knowledge" of one 
skilled in the art for specific evidence that the prior art suggests an invalidating combination of 
references. Note, that the CAFC ruled against both the patent examiner and the USPTO Board 
of Appeals in this case. 

Regarding the second important point referred to above, the invention of the present 
application is no later than January 26, 1996 which is the filing date of the U.S. Provisional 
Application No. 60/010,703 for which the present application claims priority, This will become 
evident from the discussion hereinbelow. > 

Accordingly, if the Examiner is to persist in asserting his obviousness rejections, among 
other things, specific evidence must be provided that one of ordinary skill in the art would 
appreciate regarding the teaching of "the second presentation being determined using the data 
input by the user", the obtaining of "demographic data of Internet users and send advertisements 
that are deemed to be of interest to that particular user, and the motivation for combining these 
aspects with the other aspects of the claims rejected on obviousness grounds (i.e., Claims 97-100 
and 102-103). 

Moreover, note that it is believed the discussion hereinbelow will clearly show that 
Marsh is not prior art for the present patent appUcarion in that the above cited Provisional Patent 
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: Application No. 60/010,703 (also denoted herein the l 703 Application) pro^des'supi^rt^i^31-H>^. fecratf*;?!* 
independent claims to which Marsh might otherwise be thought to*apply* SLlfns ^ ^vto&. 
The Examiner further rejects Claim^03?5jating that: 
"The references are silent aboutjthe feature of the activation ofthef l£yWa?f^ 
the network service. However, it is well known to play games via the Internet 
■* ..-v v Therefore, it would have been obvious to a person of ordinaiy-slaU M wm)>\t\<^-m v 

of the invention to include a game web site as the particular type of web site accessed iri^ T F - " e "' 
Marsh or Reilly as an obvious matter of choice will within the functional capability of the ' * >r * * 
systems of Marsh or Reilly." 

Again if the Examiner is to persist in asserting that the playing of games via, e.g., the 
Internet in combination with advertising (and more specifically on-line games that are interactive 
on the Internet during the game) are obvious, then specific evidence must be cited. Moreover, 
such evidence must at least pre-date the filing date January 1 9, 1996 of the U.S. Provisional 
Patent Application Serial No. 60/010,361 (herein also denoted the '361 Application) for which 
the present application also claims benefit in that this provisional discloses such aspects. The 
following quotes from this provisional are illustrative (note, explanatory comments are in curly 
brackets "}").: 

"The present invention is a blackjack gaming method and apparatus wherein a 
plurality of blackjack players may play blackjack continuously and asynchronously, 
and wherein each blackjack game is likely to be unique from all other blackjack 
games being played concurrently. Furthermore, the present invention is automated 
so as to not require a manual dealer. Also, the present invention may be played, in 
- one embodiment, in a gaming establishment using low cost blackjack gaming 
stations at which blackjack players may play blackjack entirely electronically. 
Furthermore, in another embodiment, the present invention may used to play 
blackjack on the Internet In this later embodiment, a blackjack game controller 
for the present invention communicates with blackjack players at Internet client 
nodes via a web site from which the blackjack game controller is accessed. Thus, 
blackjack players may play blackjack in the privacy of their own homes and at their 
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{> r ;^ . v: ; . . leisure -sines the present. invention does not require that a particular tenspoStff • \b > 

- - 'V': - .fekckjaek.^^ 17, Line 7). ^-K^^^^^a,-^^ 

wherein this embodiment may be used within a blackjack gaming estaMiskmnt 

v T ^ , such as a casino;" (Page 7, lines 13-15) 

,, Vrr * ,., v , . ... "jR* 3 is a blocked diagram of an alternative embodiment of the present 

invention wherein the present invention is used to play blackjack on the Internet;" 
(Page 7, lines 19-21), 



"In the blackjack gamin g system 10 {of Fig. 1}, the blackjack game controller 14 
Junctions substantially as a dealer would in a manually operated blackjack game 
.../'(Page 8, lines 12-15). 

u Fig. 3 presents a second embodiment of the blackjack gaming system of 
the present invention. In this embodiment, the blackjack game controller 14 is 
substantially the same as described hereinabove. However, this controller 14 is 
now accessible through an Internet web site 308 so that blackjack players at 
Internet client nodes 318 can phy blackjack on the blackjack game controller 14 
via the Internet 324 (or more particularly, via the World Wide Web). n (Page 27, 
Line 24 through Page 28, line 5). 

"Accordingly, describing the web site 308 in more detail, it includes an 
Internet interface 332 for receiving and supplying communications between the 
Internet 324 and the remainder of the web site 308. The Internet interface 332, in 
turn, communicates with World Wide Web server 340: (a) for validating and/or 
initiating registration of web site users (e.g., blackjack players) at web she 308; and 
(b) for interpreting Internet requests for routing and/or activating web site 308 
modules that can fulfill such requests. Thus, the World Wide Web server 340 may 
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: '. ■ access the database system 28 for deterrnining the registration ideMty 'of,fofc**- - •* • •• •• •« 

* ir-'&w-ti*---**'---: • .example, a<Hackjack!p]ayer:cAda^^ . 

confirmation regarding an Internet (e.g., World Wide Web) t^&tffa'tySfflW^**** 1 ^ 

MlMam* - « "^^eC^mpts;^^ 

instantiation also being referred to as a cgi script 348) being: (a) for interpreting and' " m • ~ - 
processing Internet requests according to the semantics of a web site 308 application ~^>r,^ 

«t,:>ti. associated wim the cgi script; and (b) for constructing Internet re^hWfiom Sd$ut »-^- : ^ i ^ i,t 

- fr" 5 ^ the associated application. Thus, there are one or more common gateway ' : 

inter/ace modules provided wherein each cgi script 348 (instantiation) invokes the 
blackjack game controller 14 to process a single Internet blackjack request from 
an Internet client node 318 where a player is playing blackjack, and subsequently 
the cgi script 348 constructs an appropriate Internet response from the output 
received from the blackjack game controller 14." (Page 28, line 6 through Page 
29, line 8). 



"There may be other types of information output to an Internet client node 318 in 
addition to the information displayed in Fig. 3. In particular, advertising 
information may be provided with each web site 308 response to a player regarding, 
for example, tjladqack tournament sponsors and prizes " (Page 31, Lines 10-16). 

For the Examiner's convenience a copy of the '361 Application is provided herewith. 

It is also believed worthwhile to call to the Examiner's attention that the state of the art 
related to networks such as the Internet at the beginning of 1996 was VERY different from the 
Internet as it is today. To provide evidence of this, a substantial number of new references are 
provided in an Information Disclosure Statement filed concurrently with this Amendment and 
Response. Moreover, since it is believed very important that specific references be provided so 
that both the Applicant and the public have a clearer understanding as to the scope of the claims 
in the present application, the Applicant and the Applicant's representative have searched 
diligently for prior art related to the present application (as evidenced by the large amount of 
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u:- - .prior art references submitted) .and have not located references that -are believed to predidtffit 4 v>- 

.patentability of the new and amended claims provided herewith. . — ' .. : i^^.ci^;s:vc©TOi> 

35 USC IPS Rejections Based on Marsh: . ^Rejections j>**sdtfa<m8te$ 

Regarding the Examiner's rejections based on Marsh, it is respectfully noted that the - ? * * fc - 

present application claims the benefit of U.S. Provisional Patent Application No. 60/010,703 
ffled Jan " 26,1 996 which P recedes ™« priority date of Marsh (i.e., April 19, 1996). It is further 
respectfully submitted mat this '703 Application discloses the invention recited in the rejected 
claims fas originally filed! as well as t he amended an d the new rimm* provided herewith to 
which Marsh might otherwise be thought to apply. Thus, for example, Marsh is not prior art to 
the Claims 97-1 03 (whether amended or otherwise), and is not prior art to any of the new claims 
provided herewith. To support this assertion, the Examiner is invited to review the attached copy 
of this provisional patent application. However to assist the Examiner, it is requested that the 
Examiner consider the following quotes from this provisional: 

(a) "The present invention is an information exchange system (i.e., method and apparatus) 
for exchanging Information regarding goods and/or services between a first 
population of users (hereinafter also known as "players") and a second population of 
users (hereinafter also known as "sponsors"). In particular, the sponsors may present 
information related to goods and/op services to the players using the present invention 
and the players may view this information while interacting with the present invention 
for playing a game such as blackjack, j craps, roulette, poker f pai gow or the Kke. 
Moreover, a player may also interact with the present invention so that the player has 
the capability for responding to sponsor presentation questionnaires, as welt as for 
purchasing or viewing sponsor goods^ and/or services. Thus, the present invention 
provides an information exchange service within a gaming context for enticing players 
to view and/or interact with sponsor presentations " (page 1, lines 4-20) 

(b) "Accordingly, in a related aspect of the present invention, it is intended that players are 
able to interact with the present inv ention remote^ as for grom pk. vj a the 

i 
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Internet and/ or interactive,cable television. Thus, using an Internet embodiment .asSri- " - ' ^ ^ ^ 
exemplary embodiment of the present invention, a gaming web site may be provided 5 ' *** w 
wherein may access the interactive gaming capabUmesoftHVpffiSA^ 

invention and substantia lly simultaneously also be presented with yw^^^tf ffi^ 
information related to goods and/or services of the sponsor. Moreover, tki^^or <lf ^ &td$&*-~~ys* 
provided information may include? for example, hypertext tmks WmWl^fit^ 
activate such a link for obtaining adaldonal information regarding a sponsor's goods 
and/or services regardless qf the status of any game in which*a r pt^efn^ %} tfe^^ -"^WJafc 
currently involved at the earning web site " (Page 2, lines 5-19) 



-7 ~Tf 



(c) 66 Fig, 2 is a block diagram of an alternative embodiment of the present invention 
wherein an advertisement sending daemon 204 (on the host computer 1 0) and an 
advertisement receiving daemon 208 (on the client end used machine 14) communicate 
for periodically displaying advertisements and other announcements to a user on the 
end user machine 14" (Page 5, lines 11-16) 

(d) 'The user may be provided the ability to link into various web sites or web site pages. 
The user has the ability to link into another site or page al any time a link i$ made 
available (typically a hypertext link). Note that such links are accessible by users 
both whUe playing a game and otherwise by, for example, accessing an index page, 
denoted index 62 (Fig. 3). Also note that some advertisements may be interactive with 
the user wherein the user may perform a transaction such as making a reservation upon 
accessing the advertisement and a web site or page." (Page 7, lines 1 9 through page 8, 
line 7) 

(e) "While playing a game, the user has the ability to link into the advertiser being 
presented" (Page 9, lines 22, 23) 
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i •■ .(0 "Note that 'the host 10 periodically sends an item to the downloaded foemon 218^^^ 

lr--'»v:<«c A -display .(at a user's node]. TJte daemon Uten displays the message (advertisai^ in ■ 

}kf*ty< mi* i $ty?*0t'th e wte do W 12, Unes*6?9). • • 5 

^imiidid^jiri^^^^^ ,■ ■■ ■ i>-mu : >& iwm&x-x «mm&*;- ■■■ ■''•^ ^W-^ ' ■ 

M&fr. • Moreover, to further assist the Examinerin comparing the suppofKifti&e \JSWS^^^^^' 

lM*Jfc»l«**-";» ■i^pAHQ.TO&wfdi the pending cla^in#e-p^eirt^Hcation,.APPENDIX A included Hrfiffi***'-* — 

provides an illustrative support from this provisional for each clause of pending Claims 98-104. 
<nm .Note„however, that it is believed lhafcthere are additional ewb6diml8&W-su$port^ + *"• 

pending in the specification of the present patent application beyond what is provided in the J '" "' 
provisionals from which priority benefits are claimed. 

Accordingly, it is believed that the Marsh reference is not prior art to the present 
application. Moreover, it is further believed that there can be no enabling disclosure from the 
assignee of the Marsh patent (e.g., Juno On-line Services) substantially earlier than the Marsh 
filing date of April 19, 1996 in that the Marsh reference was used as a priority document for the 
PCT patent application: WO9740447A1 : METHOD AND APPARATUS FOR SCHEDULING 
THE PRESENTATION OF MESSAGES TO COMPUTER USERS, filed April 11, 1997 which 
is believed to have the same disclosure therein. 

35 VSC 103 Rejections Based on ReUlv 

The Examiner has also rejected Claims 97-100 and 102-103 as being unpatentable over 
Reilly etal. In rejecting these claims, the Examiner asserts that"... Reilly teachfes] the features 
of advertising, via the Internet by allowing the user to access the Internet via an Internet service 
provider; presenting a first advertisement while the user is viewing a Web page or various data 
via the Web; transmitting data (the user's input from clicking on the advertisement) in response 
to the presentation of the advertisement; and second, and subsequent, presenting of various other 
types of advertisement presentations 

Presumably, the Examiner believes that the viewing of news stories as shown in Reilly 
corresponds to the "service" recited in the pending claims of the present application. However, it 
is important to note that the pending claims require on-line network interactivity. Moreover, in 
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Reilly suchnews stories are only Tiered syJieo the user is NOTlinteractiag with $M^i^ t:l$+* v ^M^fe * 
rz X ■■ ■ « *' ; on >the Internet. .Indeed, it appears that, the news : stories provided.fcy Reilly are entirel y$*?l*t ; / & - - f • u*-:<& »*« - 
-:$p* * ^ (i.e., ct subsiETri^r's"^ 

and accordingly there is no disclosure or suggestion of presenting suek rieH^ stc^ t^im^mmm^ 
"icrt^actively on theitferaet^ Evidence for this^^ch^like^ pdeHssing^o» 

be evident from the passages of Reilly cited in various discussions hereihbelow^M^ m*m v«s&fe 

noted that Reilly teaches against providing interactive transmissions on the Internet. In^ : H * ^ T ^< 

. r ^:. ; ■■■particular, Reilly makes it clear that regarding the presenl^on ofthe news*stories^ ^ 
computer, such presentations should not be provided via interactive transmissions on the 
Internet. Basically, Reilly teaches against such interactive transmissions because of the high 
transmission overhead that is incurred, thus the need for downloading all new stories (and most 
advertisements) separately from any interactivity with the user. 

Reilly Passages Indicative Of Reilly's Off-Line Processing 

The Examiner's attention is directed to Fig. 6 of Reilly (which the Examiner cited in his 
rejections), which is described as follows: 

"FIG. 6 schematically depicts display generated on a subscriber's display device 
using the screen saver procedure in a preferred embodiment nf th^ pr^^t 

invention." (Reilly, col. 3, lines 45-47). 

i 

This is evidence that Reilly is not directed to providing an on-line interactive service to the user 
in that screen savers are active only when there is no input by a user. 

The Examiner's attention is also directed to Fig. 2 of Reilly, which is described as 
follows: 

"FIG. 2 is a block diagram of a subscriber's computer in the information and 
advertising distribution system of FIG. 1." (Reilly, cot 3, lines 43-36). 
It is important to note that Fig. 2 is a diagram of each client 102 (denoted herein as a "user's 
computer 7 ', "subscriber computer", and/or tk user node") of Fig. 1 . Moreover, each such client 
includes a "connection scheduler" 1 81 and a "profiler" 206. The following passage describes the 
tasks performed by the connection scheduler 181 and the profiler 206; 
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. •• "The^r^/T^r^O/?^. actually** of procedures that define and 'update • 1 ^ - 

subscriber's user profile 194, Referring to FIG. 4, in the preferred erabodim&t, * ft..**. * 
the user profile 194 includes: a connection schedule ,275 that specifies to the ^- ^ ' 
- connection scheduler 181 within the administrative mafta^er lSO^omoMwWe ■ 

i - subscriber's computer s hould connect to the information server l((mck^^'\l^SS^fjm^ 

■ - ? r - information database i 84;l^(Reilly,xol.*7 3 lines 45-64).^ f ^w^|^ 
This passage is further evidence that Reilly is not directed to providing an online interactive 
service in that the connections to the information server 104 are determinedly f ^"cofiiigctS>n ¥ ^^^.3 r ^ - 
schedule" for scheduling "how often the subscriber's computer" (and notably NOT the user) ~ 
"should connect to the information server*. 

The Examiner's attention is also directed to Fig. 12 of Really, which is described as 



follows: 



2 is a flow chart depicting the procedure for updating the local 



database and software modules of a subscriber's computer/" fReillv. col. 3 n Knre 
60-62) 

It is important to note that this flowchart is indicative of the processing steps that are performed 
by a batch processing system rather than a system providing on-line interactive communications 
with a user. In particular, during an Internet connection to Reilly' s information server 1 04 there 
is no indication whatsoever in ReOly of a capability for presenting either advertising or news 
stories while such communis itions with the information server 104 are taking place. 

The Examiner's attention is also directed to Table 2 of Reilly (col. 15, line 54 to coL 16, 
line 35), wherein pseudo-code is provided for describing the processing performed when a user's 
computer contacts the information server 104, It is important to note that this Table 2 shows that 
Reilly deletes information from the subscriber's computer, then downloads new information, and 
only then updates the database of access tables 1 86 used in presenting both the news items and 
the advertisements: For exam ale, prior to the last step of "Client updates data access tables", the 
following step is performed: 

"Client deletes items in its advertisement and script pools that are not included in the list 
received from the Server". 
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Thus, since Reffly's access tables 1 86 arenot updated to reflect such deletions untii-^^llf^ ^ • v. ^ * 
communications with Reilly 7 s Information server are terminated, Reilly cannot present ngwg^ - 1 s*fi/w«e- 
items and/or advertising during this time.because'the access tables are : me8ixsistel^^ 
accordingly not useable. Furtiheimore,,apparently. even newly dowirioaded news item 
advertiseifcentsn^ a "data -^u^^^^^i^g^tf 

passages from Table 2 is illustrative: - 

"Client (CMx.Fetch procedure) deletes items, in FIFO order, 

for current category which (A) exceed da t a storage 

limit in date, (B) exceed item count limit, 

or (C) exceed specified age limit 

/* Item storage limits 221 for each category are defined io. a portion 
of the user profile 194 (see FIG, 4) */" 

points out Reilly 's additional concern with conserving data storage 
Thus, since items are deleted in "FIFO order", presumably any of 
*nd advertisements that were not eligible for deletion in the step 
in its advertisement and script pools that are not included in the 
may be now deleted due to storage limitations on the subscriber's 
can not update his system, and concurrently present news items 



Moreover, this Reilly passage 
on the subscriber's computer, 
the pre-download news items 
cited above of "deleting items 
list received from the Server", 
computer. Thus, again Reilly 
and/or advertising. 



General Descriptions Of Embodiments Of Reillv 



J 



To appreciate the inherent off-line aspects of Reilly, as well other features, it is important 
to note that Reilly is directed t:> what is known in the art as "channels." Channels, in the present 
context, are typically programs for presenting informational items (news hems, and/or 
advertisements) that are downloaded from the Internet, and subsequently presented to the user 
while the user is not interacting with his/her computer. In general, channels present the 



informational items to a user as a screen saver, wherein the informational items have been 
downloaded from a previous Internet connection with an Internet information server site, and 
presented to the user at later tu&e when, e.g., certain criteria are met by the user's computer such 
as the computer receiving no user input for a given time period. 
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The following are quotes related to channel technology, and in particiflar/tlie^Wof 
PointCast -which is the assign:e of the Reffly patent. Moreover, these quotes are believed*) be ~ 

■• CA) "People are watching PointCast because of its novel application csOi^^^^^Sf^- ^mS6 A oMB^ 

r/tar wyey? have selected and stores it on the PointCast "channel viewer," -wrnWalsb acts^ 



as a screen saver prog :am." (Source: New York Times, as obtained ^^ADMSifoa " 
Newsletter", Dept of Advertising of the University of Texas at Austin, Oct. 1, 1996 
Issue.) 

(B) The following reference describes the PointCast's technology as a "push" and "putt" 
system, wherein information is "pushed" to a client and/or pulled by a client 
automatically on, e.g., an hourly basis. It is believed that neither the push nor the pull 
could be described as on-line interactivity in that both are performed "automatically". 
Note that the term "receiver" in the following quote is believed to be, e.g., a user's 
Internet node, and that the term "backchannel" is believed to refer to responsive 
communications from i user's Internet enabled computer to a PointCast Internet 
information server nod e. The entire article from which the following quote is taken is 
provided in an Information Disclosure Statement accompanying this Amendment and 



Response. 



'PointCast [21,22] is both a push system and an information provider. Only 



content corning from registered information providers can be broadcast via the 
■ Business Network. The Central Broadcast Facility (CBF) is the central repository 
for PointCast network information. Additionally a freely configurable intranet 
channel for company information systems and connections— cxmXexti. from Web 
servers-are supported. Channel data consists of Web data formats and animations 
written in the & reenPlay language, which can be considered a limited version of 
pushlets. CDF [6] can be used to define (parts of) channels. Tkr d* f n „h r „m„* 
interval of clients is one hour ^confi gurable hv the nsert. Push distribution is 
available for nrtranets only f through multicast) . PointCast has no broadcaster. 
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The administrative and channel data are retrieved from Web servers. Sfeve#^' ; * 
publishing tools exist. We have not found any explicit information on the ugOte * 
strateg y- PointCast has no backchannel concept ... Receiver ■ so ftware -ftih^ w 
update^^utomatically ." ^ 'W^^^'^ 

Manfred Hauswirth and Mehdi Jazayeri of the Technical University ^f ' Vffiiu^—- : 1 — 
Distributed Systems Group fhllpV/www.infosY S- fawi^ and presented at 
ESEC/FSE 99 - Joint 7th Europea n Software Enp 'nftPn'ri fi Conference (ESEC) and at ifo* 
7th ACM SIGSOFT International S ymposium on the Foundations of Software 
Engineering (FSE-7\ September 6-10, 1999, Toulouse, France.) 



Remarks directed to the patentability of specific pending claims in relation to Reilly will 
now be discussed. 

Response to 103 Rejection of Claim 97 Based on Refflv: 

It is respectfully submitted that even though Claim 97 has been cancelled, it includes 
additional limitations that are not taught or contemplated in Rfeilly, and upon reflection of the 
discussion of Reilly provided herein, many of these additional limitations will become evident 

Patentability Of New Claim 104 

In order to better assure the Examiner of the patentability of the claims provided herein, a 
discussion of the patentability of new Claim 104 will first be provided. However, it should be 
noted that similar reasoning as presented for Claim 104 also applies to the patentability of 
Claims 98-100 and 102-103 which will be discussed further below, 
Claim 104 recites that: 

(A) there is an instance of an interactive service with winch "the user node is interactively 
communicates with the instance for receiving a plurality of service transmissions from 
the instance via a first Internet connection, said service transmissions having a plurality 
of instance presentations transmitted to the user node via the first Internet connection, 
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> ■ • - said instance presentations interleaved with one or more responsive mer commi^caaons" ^ ■ v - M^ifax;- 

mt^w from the usernode to said interactive service'*; *' * .;ut-' v;^ jos^r .*>vi: *:^tss*" 

^^^1^.-^-. "first transmitting' a sequence of adveili$ing^)reseiitations to a userlfSaiH ' ' 4 ' ^u^ceu- 

> ^ ^ user node, wherein said sequence is transmitted on the first Internet connexion : r * ft 

during an elapsed time of said service transmissions, wherein each advertising - A - ^ 

presentation of said sequence identifies at least one of a purchasable ^dud^d £^ - ^ '** ? rasa«s 
purchasable service; 

wherein an advertising presentation, APi, of said sequence is presented as 
a consequence of one or more particular communications on the first Internet 
connection between said Internet accessible service node and the user node; 

wherein APi is presented to the user during at least one transmission of 
said service transmissions; 

wherein for said advertising presentations transmitted in said step of first 
transmitting, (a) and (b) following hold: 

(c) there is at least a second advertising presentation, AP 2 , of said 
sequence wherein: (i) a presenting of AP 2 to the user i$ purposefully 
delayed after a presentation of APi; and (ii) there is no user input, 
after a last of said particular communications and during the service 
transmissions, for >i>hich a consequence includes the presenting of 
AP 2 ; 

(d) presentations of APi and AP 2 are substantially unrelated to said user 
communications;" 



It is respectfully submitted that ReilJy does not disclose or suggest the above aspects (A) 
and (B) of Claim 104. For example, Reilly does not disclose or suggest user on-line interactions 
with an Internet interactive service while a sequence of ads are being presented with at least one 
umequested ad; i.e., AP 2 , wherein there is no user input, after a last of said particular 
communications and during the service transmissions, for which a consequence includes the 
presenting ofAP 2 ;. Furthermore, even if it could be demonstrated that Reilly includes a user on- 
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line interactive portion, Reilly does .not disclose or suggest such ads being transmitted or * ' '* ^ . 

presented during the time when the . user would be interacting with such a presumed oh-1S8P >e "*> 

portion. In particular, as noted above, Table 2 ofReilly clearly shows that when a subscriber^ ♦ au&fcj&rKQ]:. 

computer is interacting with KeUly^.in&rmatiQn.server 104, the database"(iie^ccess tables^ - ■ ' 

186) at the subscriber's computer is in an inconsistent configuration, and accordingly is not - T " : -QS^.§BS2sr. 

usable for presenting news items and/or advertising. Moreover, there appears^fobe no teaching- - 

or suggestion in Reilly of such a presumed on-line portion (again assuming such exists) bang on v 

the same Internet connection thai the transmitting of advertising presentations occurs. 

As briefly discussed above, Reilly discloses two types presentations: information tens 
(i,e. f news stories), and advertisements. To satisfy the steps of first receiving and first 
transmitting of Claim 104, an Internet user would at least need to be interactively communicating 
with the Internet service regarding one or more of the information items (e.g., news stories), and 
during such communications, also be receiving advertising presentations on the same Internet 
connection, and presenting at least one of the advertising presentations. This, quite simply, is not 
disclosed or suggested in Reilly. In particular, presentations to a user of Reilly's news items are 
presented entirely without Internet interactive communications between the user (denoted a 
"subscriber" in Reilly) and the Internet information server (104 in Reilly) from winch such news 
items are obtained. Justification for these assertions are provided in detail below. Moreover, if 
the Examiner believes otherwise, it is respectfully requested that the Examiner cite such passages 
in Reilly. , 1 

Specific Reillv Passages: 

(A) ReiUy ,can not satisfy the limitations of Claim 104 in that, e.g. Reillv "automatically" 
connects to the information server for receiving the informational items, and, then disconnects 
from the Internet infor mation server after the information items are downloaded all without 
user involvement. Thus, the Reilly disclosure does not disclose or suggest the first receiving 
step of Claim 104. To substantiate Applicant's assertions here, it is requested that the Examiner 
consider the passages from Reilly (text in curly brackets within these passages are added for 
clarity) provided in (Al) through (A4) below: 
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(Al)The follow^ 

as described above. * 
sfcrih'«rV ^ (Al.I) According to -the following thxee^identifiedReilly passages, *mfffl^bn'i 

and ads are ' automatic ally displayed (e.g.. for 30 seconds) wfceh^S^ 
not using his/her, ComputerLand repeatedly cycles through tke newsStein&^ 
^oy.^ . (i) "It is a goal of the present invention to disseminate information 'and^ *** *■**• ^ .•'*'C^''* t n. 

advertisements to subscribers' computers in a system where the * - 

information and advertisements are automatically displayed when the * ' 
subscriber's computer is on but meets predefined idleness criteria. For 
example, the predefined idleness criteria could be the failure to receive any 
input for a period of at least five minutes." (Reilly, coL 2, lines 28-34). 

(ii) "More specifically, under the control of the screen saver procedures, news 
stories and an advertisement assigned to a first information category are 
displayed using a first display script for 30 seconds, then news stories and 
an advertisement assigned to a second information category are displayed 
using a second display script for the next 30 seconds, and so on until news 
stories and an advertisement have been displayed in all the information 
categories indicated in the subscriber's user profile 1 94 as being of interest 
to the subscriber, at which point the process repeats with the first 
information category. (Rally, coL 11, lines 53-63). 

(iii) Table 1 of Reilly (col, 12, lines 24-46) shows the pseudocode for 
automatically displaying both news items and advertisements. 

(A1.2) According to the following Reilly passages, updates of news items, ads, etc. are 
automatic ally transmitted to subscribers without their interactive involvement 
(i) "Another goal of the present invention is to automatically update each 
subscriber's local database of news stories at least once per day, and 
preferably multiple times per day so as to present subscribers with timely 
information." (Reilly, col. 2, lines 35-38). 
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v- 00 Table 2 of Reilly (col. 15, line 54 to col. 16 7 line 35) shows the pseudocode 

for automatically transmitting news items and advertisements. ^ \;rr 

* subscriber computer and the informatibn^erver 1 04 are '"tatch*lil£e^^ 

. automatic, scheduled, and certainly not interactive. In particular, the "administration 
manager 1 80" (in each subscriber's computer) schedules and controls all ' 
communications with the information server (Le„ the infommti6fi*IhM^ 
that text in curly brackets has been has supplied for clarity and is not part ofReilly. 

(i) "An administration manager 1 80 schedules and controls all communications 
with the information server 104. The administration manager 180 includes a 
connection scheduler 181 thai initiates the execution of a connection 
manager 182 that handles communications with the information server as 
well as the integration of information and software procedures received fiom 
the information server into the information and software procedures stored in 
the client computer." (Reilly, coL 6, lines 37-45). 

(ii) It is believed that the "connection scheduler 181" of the above Reilly passage 
does exactly what its name indicates; i.e., it schedules connections to the 
information server 104 in that Reilly also states: 

"The profiler 206 is actually a set of procedures that define and update the 
subscriber's user profile 194. Referring to FIG. 4, in the preferred 
embodiment, the user profile 194 includes: ... a connection schedule 215 
that specifies to the connection scheduler 1 8 1 within the administrative 
manager 1 80 how often the subscriber's computer should connect to the 
information server 104 to update its information database 1 84;" (Reilly, 
col. 7, lines 45-64). 

(iii) "An informatio n administrator in each workstation {i.e., each subscriber 
computer} establishes communication with the information server from time 
to time so as to update the information items and advertisements stored in 
local memory {Le., secondary memory 1 74, Fig. 2} with at least a subset of 
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, mrio?.r> \r. ^ e information items and advertisements stored by the informatioa^fepraf**--- — • ^YtfjOu; 

(Reilly, : coL 3,. lines 5-1 1). ♦ : ., . . 7 - v ... - ., ., - 

(iv) "fa the preferred embodiment, each subscriber's computer 102 is corm^iito^ 

. a ^^^4^% . - : v. d^" (ReilIy, coL 4, lines 8-10). ' • * . . ---^^<%e:'^h^^-^w^^/ 

(v) "The default connection schedule is for the subscriber's computer to initiate a ***** -&®sti8t 
connection to the information server once dining the middle of the night (e.g., ^ - 

* - k-w-* a randomly selected time between 11 p^m. and 7 a.m. local-time) fof^an^^^ ^ > 

"administrative update," and once every four h okis during the rest of the day ~ 
for "news story updates." During the administrative update connection, the set 
of advertisements, scripts and images in the subscriber computer's local 
information database are updated as necessary, and any software upgrades are 
also downloaded onto the subscriber's computer. During both "administrative 
update" and "news story update" connections, the news stories in the 
subscriber computer's local information database are updated" (Reilly, coL 8, 
lines 19-31). 

(vi) u In a preferred embodiment, during each connection of a subscriber 
computer to the information server, the information server sends a "next 
recommended download time" to the subscriber computer along with the 
other information being downloaded onto the subscriber computer. The server 
computer selects the next recommended download times sent to the various 
subscriber computers so as to spread their connection requests fairly evenly 
over time. In an alternate embodiment, connection requests are spread aver 
time by having the subscriber computers randomly select connection times 
within the general boundaries of a specified schedule of connections (e,g., a 
randomly selected time anywhere within a half hour, plus or minus, of each 
scheduled connection time) ™ (Reilly, col. 14, lines 36-49). 

(A3) According to the following passage, a subscriber does not even determine the number 
of news items displayed: 
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^v-vf:fv' v-; ~ -v . - 64The information database 134 {e.g., on the subscriber's computer} -also-st^ 

set of "display scripts" 1 42. A script controls the display of news items and ^ ^ - * 

&ra?c?:£^ ?^ «Espla)te&rsefe<^ 

f>r*W;> ^ * '■ : * advertisement for a period of 30 seconds. A script determines the numberdf^^* m v ^ 

news items displayed, determines the positions of the newsitems^aWd Ji ^ <m ^ m ^^^ 

< * if > i , advertisement on the display, determines any movement of the hews 1 items : " ^sMav- n&<t£mm., 

w*> . . around the displayed image, and determines what background image or images fr - ***** * * 

^ - t displayed in conjunction with the news items. n " .«»? w***aipwrm **v* - 

(A4) The Examiner's attention is also directed to Fig. 1 2 of Reilly, which is described 
as follows (Reilly, col 3, lines 60-62): 
'TIG. 12 is a flow chart depicting the procedure for updating the local database and software 
modules of a subscriber's computer." (Reilly, col. 3, lines 60-62). 
It is important to note that this flow chart does not disclose or suggest the "first 
receiving" step of Claim 1 04. 
Thus, it is believed that the Reilly disclosure does not disclose or suggest the first 
receiving step of Claim 1 04, and accordingly, it is believed that Claim 1 04 is patentable. 

(B) Regarding additional distinctions between Claim 104 and Reilly, note that the "first 
transmitting" step of Claim ifl4 is also neither disclosed nor suggested in Reilly. In particular, 
since Reilly's service of providing informational items, such as news and sports, is not 
interactive between a subscriber and the information server 104, the "sequence of advertising 
presentations'- (of Claim 104) can not be transmitted or presented during interactive on-line 
interactions with the instance of the interactive service. Thus, it is believed that Claim 104 is 
patentable for this reason as well. 

(C) Moreover, if some interpretation of Reilly's "information and advertising distribution 
system" could be construed to provide the "interactive service" of Claim 104, there appears to be 
further technical difficulties. For example, Reilly discloses that: 
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"As shown in FIGS. 8 and 9, the advertisements assigned to each information category - ^ ' - * 
»'.nn are organized, through the use of a set of data access tables 286, in a ^arate r linted J list 

1 4 * * v *• so as:to create a separate "queue" ofadirertisements*fQi eadr'infoira&ori'c^^ 

Similarly the news items and display scripts assigned to each information category W ^ & 
^ organized in separate linked lists so as to generate separate queues of news MMW^ * r " : * " , ^* < ^ 

r*»*# ^ display scripts for each information category." (Reilly,- Col 5 ? Lines* 15-19)*- *.*^u*^v a ^anftssMr^- 

... Furdipr note that the "set of data access .tables 186" and the "queue of advertis^ents^ are^- - ■> * - - 

apparently also (and correctly) denoted as a database. There are numerous' KeiUy pa^ages^^^ 1 " ** • - ^ 
indicating this 3 such as in the following passage in reference to Fig. 12: 

"FIG. 12 is a flow chart depicting the procedure for updating the local database and 
software modules of a subscriber's computer/* (Really, col. 3, lines 60-62). 
Additionally, in describing Figs. 8 and 9, Reilly states: 

"Figs, 8 and 9 schematically depict data structures stored in a subscriber's computer to 
indicate advertisements and news stories available for display in various information 
categories." (Reilly, col. 3, lines 51-54). 
Thus, upon reviewing Reilly's Figs. 8 and 9, it appears evident that there is substantial 
interlinking between categories, news items and advertisements. Thus, in reviewing the 
pseudocode of Reilly's Table 2 (Reilly, col. 15, line 54 to col. 16, line 35), which shows the 
procedure used to update subscriber databases, one discovers that: 

(a) the subscriber/s computer (denoted a "client" here) deletes advertisements and 
scripts from its local database; 

(b) stores newly received advertisements and scripts in the local database; 

(c> opens all advertisement and script files to determine the static images referenced 
by these files included in the local static image pool (i.e., the subscriber database); 

(d) performs software updates; 

(e) deletes certain items when data storage constraints on the local database are 
violated; and 

(f) finally updates the above mentioned data access tables. 
Moreover, interleaved with these steps (a) through (f) are various Internet 

communications between the subscriber's computer and Reilly's information server 104. 
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However., to satisfy the limitations of Claim 104, not only would steps (a) through (ff ha»be ^ - • - •>'♦»«*. o 
performed interactively (which they are not), but also at least one of the advertisements vialS 1 ! ' 
have to concurrently be presented to the subscriber. Furthermore, in ReHly 3 -advertS^|^^ U^mmaam^ 
displayed .with news items from user identified categories using, apparently, 'substanu^^ 
• - entire functionality of Re^y's information and advertising distn^uticWsySteW'llbl^e^ 
is no mechanism disclosed or suggested as to how such updates could be performed and 
concurrently use ReiUy's system to present such advera^ements5(o^news ; items). *■ ^jm^-iOMma^em Mivnr . 

Accordingly, it is believed that concurrent updating and presentation of advertisemtos " ' " lT " " c 
and/or news items is not possible in Reilly. Additionally, it is believed that there would bem> 
motivation for adding such complexity to Reilly's system in that there is no apparent reasons 
why Reilly's system could not be shutdown mtermitteotly (e.g., in the middle of the night or 
periodically during the day) for such updates. Additionally, any mechanism for providing such 
concurrent updating and presentation of advertisements and/or news items would be counter 
productive for Reilly in that such a mechanism could substantially increase the data storage 
requirements of the portion of Reilly's system that resides on each subscriber's computer. And, 
as previously noted Reilly is already concerned about the amount of data storage consumed by 
his system on each subscriber's computer, e.g., as evidenced by the description of Reilly's Table 
2 in the above section entitle± "Reilly Passages Indicative Of Reilly's Off-Line Processing*. 
Note that the following Reilly passage firrther emphasizes this concern: 

"Furthermore, in client computers with/very limited hard disk space available for storing 
news items, as indicated by the user profile 1 94 for the client computer, the secondary 
component of news items may not be stored in the local information database in order to 
conserve disk space." (Reilly, col. 13, lines 54-59). 

Additionally, as also discussed above regarding Table 2 of Reilly, Reilly deletes 
information from the subscriber's computer, then downloads new information, and only then 
updates the database of access tables 1 86 used in presenting both the news items and the 
advertisements. Thus, Reilly cannot update his system, and concurrently present news items 
and/or advertising. 
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disclose or suggest the first 



Accordingly, from the reasoning provided here, it is believed that that Reilly does-net- * - « 



receiving step in combination with the first transmitting step ' • & - v ^^*t^r 



Claim 1 04 7 and,accordingly 7 itis believed that Claim 104 is patentable. 



4 AdditionaUy ft nate A that if^an advertisement is displayed by Reilly that is of <mfficient** ■* ' 

interest to a user such that the user requests additional information, then it appears that a new 
connection to the Internet initiated at that time for the purpose of contactings intemet^for 
such additional infonnation. In particular, the following Reilly passages (Dl) -(D4) ajppearto 



suggest this: 
(Dl) 



When using the second screen saver exit mode, if subscriber user clicks on an 



advertisement, the 
associated World 



advertisement, the subscriber's computer is automatically connected \o the an 
associated World Wide Web page on the Internet that provides additional information 
from the advertiser. This is accomplished by World Wide Web connection and viewer 
procedures 211 (sue FIG. 2) stored on subscriber's computer." (Reilly, col. 13, lines 
9-15). 

(D2) "When using t le data viewer, if subscriber user clicks on the displayed 

subscriber's computer is automatically connected to the an 
Wide Web page on the Internet that provides additional information 
from the advertiser." (Reilly, coL 14, lines 7-11). 
(D3) "In the prefei jed embodiment, each subscriber's computer 1 02 is connected to the 
information server 104 via the Internet 1 19 for a small fraction of each day." (Reilly, 
col. 4, lines 8-10). 

(D4) - "When using the second screen saver exit mode, if subscriber user clicks on an 
advertisement, the subscribers computer is automatically connected to the an 
associated World "Wide Web page on the Internet that provides additional information 
from the advertisei. This is accomplished by World Wide Web connection and viewer 
procedures 21 1 (see FIG. 2) stored on subscriber's computer.** (Reilly, col. 13, lines 9- 
15). 

Thus, it is additionally belie 1 rod that from the reasoning provided here, that Claim 1 04 is also 
patentable. 
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(E) It is also woith mentioning that Reilly expressly teaches away from vrovidin*lhiM%^ 
Internet communications between a user and an Internet server1f6Biiifb^ '^^^t^ 
Reilly's news items. The following descriptions and Reilly passages are illustrative: j ,^^^^n^m^^ar 
m (El) In the following Reilly passage, Reilly states that part of the problem being addressed r 

is the "substantial data transmission bandwidth" of "on line" newspapera^andi^azin^;^^ osstowirs , 
"The present invention addresses a problem prevalent in electronic'inform&ion^ ** 
distribution systems. In particular, " on line " newspapers and magazines are 
notoriously difficult and tedious to read. Graphics and animation and full motion 
video, all techniques widely used in television news programs, require substantial 
data transmission bandwidth. Such data transmission is expensive both in terms 
of communications bandwidth (capacity) and time. In non-computer publishing 
such as printed magazines and newspapers, graphics are often used to make 
reading less c ifficult and tedious. In television the majority of information is 
delivered with movement (animation), although graphics are also often used. 

The use of large bandwidth data transmissions is not economically 
practical in the context of data dissemination via the Internet and other 
computer net works, although the cost of such data transmissions will 
undoubtedly continue to decrease. As a result, graphics and animation have 
typically received relatively little use in computer network based information 
dissemination systems. 77 (Reilly, coL 4, lines 4-24). 
(E2) The following Re illy passage indicates that news stories are desirably transferred 
during an automatic (batch-like) administrative update. 

"It is noted thit the secondary portions of news items {i.e., the portion of news 
items beyond what is initially displayed via a screen saver} can also include 
images, such as photographs that accompany the text of a news story. The 
transmission of such news story images can significantly increase the amount of 
connection tirxe required for news item updates, and thus most news stories in the 
preferred embodiment do not use images, and every effort is made to transmit 
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/Awe Tien^y stories that have images to subscribers' computers duringthe^^* ** " "v • 
overnight administrative update rather titan during the daytime*hewsHte$£&& ' mr^^mm^^ 

frrficb (E3) - The^ollowimgi^^ "secondaryp&t^^^ 

are not even available to a user if there is not sufficient space on ttteWsk dri^ * vmmm&m>M: 

** «^ . user's computer, Thus apparently, in such cases the user can not even interact with U; ' : " '*•> 

<ww _ v ' ■ his/her own computer for obtaining the secondary portion of a news^tero^ miicMes ' * ' **** • - 

♦m**--^ --s*-* * - obtain such secondary portions from Internet transmissions. '•.uc^: * iv»w^ . --^w^ 

(i) "Each news item displayed in the center section 248 of the data viewers 
display includes both the primary and secondary portions of the news item, 
thereby providing the subscriber in most instances with access to a fuller 
veision of the news item than was shown by the screen saver* In the case of 
very short news items, the entire news item may be contained in its primary 
component Furthermore, in client computers with very limited hard disk 
space available for storing news items, as indicated by the user profile 194 
for the client computer, the secondary component of news hems may not be 
stored in the local information database in order to conserve disk space." 
(Reilly, col. 13, lines 49-60). 

(ii) Additionally, in the following passage from TABLE 2 of Reilly, apparently 
the secondary news items are downloaded to the user's computer, and then 
deleted if data storage requirements are exceeded. 

"Client (CMx-Fetch procedure) deletes hems, in FIFO order, for current 
category which (A) exceed data storage limit in date, (B) exceed item count 
limit, or (C) exceed specified age limit /* Item storage limits 221 for each 
category are defined in a portion of the user profile 1 94 (see FIG. 4) 
(Reilly, col. 16, lines 32). 

Response to 103 Rejections of Claims 98-100 and 102^103 Based on Reilly: 



61 



PAGE 65/121* RCVD AT 2/17/2005 7:32:58 PM [Eastern Standard fune] ' SVR:USPT0-EFXRF-1/2 1 DMS:8729306 * CS1D:3D38630223 ■ DURATION (mrrws):38-50 



02.<17/200o i5:o2 FAX 3<m$30223 SHERIDAN ROSS @066 



r Response to 103 Refection of Claim 98 Based on Reillv: \ v.-; J vf 

^:^7a ' 1 ' '■■ - * ' Claim -984*3s^^ limitati<Ms^tDl^^ 

E&yv* ^ ReiUy does motrdisMoSe^suggest the "se^on%reseai1itig" step of Claim 9S^*ittein *' ' ; *A ^ 

* ; • this step provides fbr&ef^emet of the d&tfty^ r ^ ^^'^ 

^' mi * presentations. Note that the same reasoning as in section (A) in the section above 

regarding the patentability of Claim 104 can be applied here. • - — - - — 

(b) Reilly does not disclose or suggest the "second presenting" step of Claim 98 for * 
similar reasoning as in sections (B) and (C) above regarding the patentability of 
Claim 1 04. In particular, ReiUy does not disclose or suggest receiving the "first one 
or more advertising presentations" (of the second presenting step) during the on-line 
interactivity of the first presenting step. . 

(c) ReiUy does not disclose or suggest the "third presenting" step of Claim 98 for similar 
reasoning as (b) immediately above and with the same justification of section (C) 
above regarding the patentability of Claim 1 04. In particular, the following clause of 
the "third presenting" step is not disclosed or suggested in ReiUy: "each of at least 
one of said additional advertising presentations is: (a) received via the Internet in 
response to Internet transmissions by the providing node during said first presenting 
step". 

Accordingly, it is believed that Claim sfe is patentable. 



Response to 103 Rejection of Claim Rased on ReiUy: 

Claim 99 has been amended and now recites many of the limitations of Claim 104 
described above that are patentable distinctions over Reilly. In particular, 

(a) Reilly does not disclose or suggest the "second providing" step of Claim 99 for the 
. same reasoning as in section (A) above regarding the patentability of Claim 104. 

(b) ReiUy does not disclose or suggest the combination of the "second providing" step 
and the subsequent clause "wherein an additional advertising presentation ..." of 
Claim 99 for similar reasoning as in sections (B) and (C) above regarding the 
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patentability of Claim 104. In particular, Reilly does not disclose or suggest 
Av^a* v,,. y ; receiving : the "additional advertising presentation** (of the "wherein*' clause) iM ton^^*%t& 
the ^Pi^y °f g^kQ?^ items** 
Accordingly, it is believed that Claim 99 is patentable. 

Response to 103 Refection of Claim 100 Based on Refflv: m^l^£2&^if . 

Claim 1 00 has been amended and now recites many of the limitations of Claim 104 
described above that are patentable distinctions over Reilly. In particular, 

(a) Reilly does not disclose or suggest the "first receiving" step of Claim 100 for the 
same reasoning as in section (A) above regarding the patentability of Claim 104. In 
particular, Reilly does not disclose or suggest that the user*s node receive "interactive 
display presentations", wherein "said interactive display presentations are interactive, 
during a continuous connection to the network, between the user and said providing 
node". 

(b) Reilly does not disclose or suggest the "first presenting" step of Claim 1 00 for the 
same reasoning as in section (B) above regarding the patentability of Claim 1 04. In 
particular, Reilly does not disclose or suggest presenting an advertisement 
"concurrently with at least one of the interactive display presentations**. 

(c) Reilly does not disclose or suggest Jhe "first receiving" step, in combination with the 
"first presenting" step, and/or the "second presenting" step for similar reasoning as in 
section (C) above regarding the patentability of Claim 104. In particular, Reilly does 
not disclose or suggest receiving the "additional advertising presentation" (of the 
second presenting step) "daring the display of one of the service presentations", e.g., 
Reilly' s news items. 

Accordingly, it is believed that Claim 1 00 is patentable. 
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Response to 103 Rejection of Claim 101 Based on Reillv; 

* ; rA,^.=i ...v** *eraiuH-0 1 also has many of the limitations of Claim 104, and accordingly is belieted^**- ' ^-to*>ri*#.t 

network service (at a "first network node") and a user, wherein tfrell&iM 

is transmitted for display (and displayed) during the activation of the^ifitei^cti^ 

Response to 103 Rejection of Claim 102 Based on Reillv: ^iise«i^ **w^*ifl^ 

Claim 102 also has many of the limitations of Claim 104, and accordingly is believed 
patentable. In particular, referring to the "particular first advertising presentation* 7 to be 
presented at the user node, this advertising presentation "is received during a display of one of 
said interactive service presentations to the user, wherein said particular first advertising 
presentation is transmitted as a consequence of one or more communications on the on-line 
network connection from the first network node to the user node". Accordingly, it is believed 
that Claim 1 02 is patentable. 

Response to 103 Rejection of Claim 103 Based on Reillv; 

Claim 103 is believed patentable both due to its dependence upon patentable Claim 102- 

USPTO Consistency Regarding Reillv: 

It is noted that the Reilly was cited by the Applicants in the parent patent, US 6,183,366. 
Thus, this patent is considered patentable over Reilly. The Examiner has, however, both issued 
an obviousness double patenting rejection, citing US 6,183,366, and, asserted that the pending 
claims of the present application are obvious in view of Reilly. This appears to be a very 
peculiar set of circumstances in that: 

(1) If the presently pending claims are indeed subject to an obvious-type double 
patenting rejection over claims of US 6,1 83,366, then since US 6,183,366 is patentable over 
Reilly, how could the pending claims of the present application (being presumably an obvious 
variation of the granted claims of US 6,183,366) not also be patentable over Reilly? 
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(2) If the presently pending claims are obvious in -view of Reilly, then su&K^Ws^'-^'-^-'' » reu * D ' 
*Wed t certainly not obvious variations of the granted claims of US 6,1 83,366 intfhat the granM^^^^«i«2««fe: 

s&aaiBfc **** . '^^w^ii^iiN^ ' •■■^m^mm^^n^Mwmm^^^^ 

®&: A ^^^>i^m^MW^^^Wm^is»ly above can not both%^4p1Ha<^ 

requested that the Examiner -withdraw either the obviousness type double patenting rej«rio<or <r ^' * '-•*'"'*>""" 
withdraw the obviousness rejection due to Reilly. -» = ^^sapneKKp/' -:g'- r - *«*afw* 

Given the six month statutory time restraints, Applicant submits a Terminal Disclaimer as 
requested, solely to be in compliance -with providing a complete response. However, Applicant 
requests shat such Terminal Disclaimer not be entered , as it is deemed unnecessary for the 
reasons a$ set forth above. 

Additional New Claims 105 through 205: 

The new claims in addition to Claim 104 provided herein are believed to be patentable 
for substantially the reasoning as provided hereinabove. 

Accordingly, since all pending claims are believed allowable, prompt reconsideration is 
requested so that the present aplication can proceed to issuance. 
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Ke^rnf' ^v>:^' Note ^ ^ e P rior 311 references .previously submitted in the present appIication'-j&a-H..;.-; * . t 

v; -r: < : > > vyhich the Examiner has requested duplicate copies thereof are supplied witib^tMs Ameridnient < > ' ■ 
Ifcfes*^' -^4^ "EP-700 Player - ^^v^yt^ 

m *■ ^^^^g^EqWpment for T^tej^^gsj^by.^)pett Trchnolo#esf^6lS&0^ 

• h : Hills, Califbrma 91307 bas not 

n««,K ■ conduct another search for this reference, and that Applicants* representative he contacted 

regarding the results of such a search. * 
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